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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

1 . The rejection of claims under 35 USC 1 12 is withdrawn due to Applicant's amendment 
dated 13 December 2004. 

Claim Objections 

2. The objection of claims is withdrawn due to Applicant's amendment dated 1 3 December 
2004. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the ipvention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 1-16, 18-32 and 35-39 are rejected under 35 U.S.C. 102(b) as being anticipated by 
US Pat. Pub. 2003/0146288 (Berson). 

Berson teaches information encoding on surfaces by varying spectral emissivity including 
a configuration which includes surface 5, surface 1, outer layer 6, surface 7 (label), surface 10 
(envelope), encoded indicium 1 1 (for example). 

Examiner notes that the variable emissivity features may be embodied on a substrate 
material of paper, metallic film or foil, plastic or other material and includes thermally 
conductive layers (see paragraphs 0078, 0080, 0081, 0085, for example). 

Regarding claims 3-6, the claimed processes ("substrate is derived from a portion of a 
product to which said label is applied", "said substrate is applied individually to a product", "said 
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thermally conductive layer is applied individually to a product", "said background layer is 
applied individually to a product") do not structurally limit the claim. The patentability of a 
product does not depend on its method of production. Product-by-Process claims are not limited 
to the manipulations of recited steps, only the structure implied by the steps. (See MPEP 2113). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 1 -39 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over Abrams in 
view of Berson. 

Abrams discloses multi-layered foil laminate (30) comprising a substrate (50) having a 
first side (52- lower surface) and a second side (upper surface) (as seen in figure 5), indicium 
(printing) being located on the first side of the substrate (as seen in figure 5); a thermally 
conductive layer (54) located on the first side of the substrate; and a background layer located on 
the first side of the substrate (see column 5, lines 17-35). 

Regarding claim 2, see the above rejections to claim 1 . 

Regarding claims 3-6, the claimed processes ("substrate is derived from a portion of a 
product to which said label is applied", "said substrate is applied individually to a product", "said 
thermally conductive layer is applied individually to a product", "said background layer is 
applied individually to a product") do not structurally limit the claim. The patentability of a 
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product does not depend on its method of production. Product-by-Process claims are not limited 
to the manipulations of recited steps, only the structure implied by- the steps. (See MPEP 2113) 

Regarding claims 7 and 8, Abrams disclose the claimed invention except for indicia 
printed on the lower surface of the substrate being any "suitable indicia" (see col. 5, lines 17-26). 
Inherently, this would include information-encoding indicium and human readable characters. 

Regarding claims 9 and 10, set forth the intended use of the label. A recitation of the 
intended use of the claimed invention must result in a structural difference between the claimed 
invention and the prior art in order to patentably distinguish the claimed invention from the prior 
art. If the prior art structure is capable of performing the intended use, then it meets the claim. 
In a claim drawn to a process of making, the intended use must result in a manipulative 
difference as compared to the prior art. See In re Casey, 152 USPQ 235 (CCPA 1967) and In re 
Otto, 136 USPQ 458, 459 (CCPA 1963). 

Regarding claim 11, Abrams discloses multi-layered foil laminate (30) comprising a 
substrate (50) having a first side (52- lower surface) and a second side (upper surface) (as seen in 
figure 5), indicium (printing) being located on the first side of the substrate (as seen in figure 5); 
a thermally conductive layer (54) located on the first side of the substrate; and a background 
layer located on the first side of the substrate (see column 5, lines 17-35). 

Regarding claims 12 and 13, the indicium is applied on top of the background layer and 
has substantially similar optical properties (see column 5, lines 17-35). 

Regarding claim 14, the label further comprising an adhesive layer (58) superposed on 
the substrate. 
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Regarding claims 15, 16 and 18 5 the label is made from a paper, plastic or metallic 
material (see column 5, lines 17-19 and lines 45-59). 

Regarding claim 17, Abrams discloses the claimed invention except for the label being 
made from tyvec. It would have been obvious to one having ordinary skill in the art at the time 
the invention was made to provide any desired material for the label, since it has been held to be 
within the general skill of a worker in the art to select a known material on the basis of its 
suitability for the intended use as a matter of design choice. In re Leshin, 125 USPQ 416. 

Regarding claims 19-21, the thermally conductive layer is made from a transparent 
metallic foil/ink (see column 5, lines 17-59). 

Regarding claim 22, the thermally conductive layer is applied on top of the indicium (as 
seen in figure 5). 

Regarding claim 23, see the above rejections to claim 1 . 

Regarding claim 24, see the above rejections to claim 13. 

Regarding claim 25, the optical properties of the indicium are substantially similar to the 
optical properties of the thermally conductive layer (see column 5, lines 17-59). 
Regarding claim 26, see the above rejections to claim 1. 

Regarding claims 27 and 28, the label is, inherently, made from a material with high 
thermal conductivity. 

Regarding claim 29, see the above rejections to claim 1. 

Regarding claims 30 and 31, the method for producing a label that is adapted to receive 
an indicium having varying spectral emissivity values as set forth in the above rejections. 
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Regarding claim 32, Abrams discloses using a portion of a product that is to receive the 
label as the substrate (see column 4, lines 38-53). 

Regarding claims 33 and 34, it would have been obvious to apply the thermally 
conductive layer to the first side of the substrate either substantially simultaneously or not 
substantially simultaneously, since applicant has failed to disclose that the sequential order of 
applying the thermally conductive layer to the substrate is critical to the invention. 

Regarding claims 1, 1 1, 23, 26, 29, 30 and 35-39, Abrams does not expressly disclose 
first and second emissivity as claimed. 

Berson teaches it is well known in the art to have first and second emissivity as claimed 
(see paragraphs 0061, 0068, 0078, 0080, 0081, 0085 and"0086, for example). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the method and apparatus of Abrams to include the use of first 
and second emissivity as claimed for the purpose of providing patterns that may be visible or 
hidden, but the emissivity values are not duplicated by standard office equipment so authenticity 
of patterns can be determined using the special emissivity scanner to provide greater security 
measures. 

7. Claims 17, 33 and 34 rejected under 35 U.S.C. 103(a) as being unpatentable over Berson. 

Regarding claim 17, Berson discloses the claimed invention except for the label being 
made from tyvec. It would have been obvious to one having ordinary skill in the art at the time 
the invention was made to provide any desired material for the label, since it has. been held to be 
within the general skill of a worker in the art to select a known material on the basis of its 
suitability for the intended use as a matter of design choice. In re Leshin, 125 USPQ 416. 
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Regarding claims 33 and 34, it would have been obvious to apply the thermally 
conductive layer to the first side of the substrate either substantially simultaneously or not 
substantially simultaneously, since applicant has failed to disclose that the sequential order of 
applying the thermally conductive layer to the substrate is critical to the invention. 

Allowable Subject Matter 

8. In the previous office action, claim 1 1 was both indicated as rejected and indicated as 
having allowable subject matter. Upon further review, clarification is provided by the Examiner 
that claim 1 1 is indeed rejected. Additionally, the indication of allowable subject matter is 
withdrawn due to Applicant's amendment to the claims. The amendment to the claims provides 
limitations that were not previously presented, and limitations have been removed that were 
previously presented. 

Response to Arguments 

9. Applicant's arguments with respect to the claims have been considered but are moot in 
view of the new ground(s) of rejection based on the amended claim limitations. 

Conclusion 

10. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
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will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dana Ross whose telephone number is 571-272-4480. The 
examiner can normally be reached on Mon-Thurs. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Monica Carter can be reached on 571-272-4475. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Dana Ross 
Primary Examiner 
Art Unit 3722 

dmr 




